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Comments: ATTENTION: Mr. Woods 
Mr. Woods, 

Pursuant to our telephone discussion today, please find attached a copy of the Petition under 37 C.F-R- 
1.182 filed 9/5/03 as evidenced by the PAIR/RAM records. Upon receipt of the file, please match this 
copy of the petition and forward to the appropriate deciding official at the USPTO 

I would ask that you please call me to acknowledge your safe receipt off this fax at my direct number 
below. 

Thank you. 

Jerome W. Massie 
Reg. No. 48,118 

(202) S85-8219 
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PATENT 
740756-2160 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: ) 
Shunpei YAMAZAKI et al. 
Serial No. 09/578,895 
Filed: May 26, 2000 ) 

For: ELECTRO-OPTICAL DEVICE AND ) Date: September 5, 2003 



) Group Art Unit: 2811 
) Examiner Gene M. Munson 



ELECTRONIC DEVICE 



) 
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PETITION, UNDER 37 C.F.R, 1.182, REQUESTING 
THE COMMISSIONER INVOKE SUPERVISORY AUTHORITY AND 
DIRECT THE EXAMINER TO CONSIDER THE INFORMATION 
DISCLOSURE STATEMENT FILED NOVEMBER 21, 2001 PURSUANT TO 
37 C.F.R. 1.97 AND MPEP CHAPTER 609 



mail stop petition 

Commissioner, for Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

The Petitioners request the Commissioner invoke supervisory authority to 
instruct Examiner Munson to fully consider each reference cited in the Information 
Disclosure Statement (IDS) filed November 30, 2001 (copy attached). Specifically, 
the petitioners request that the Examiner be instructed to consider each of the related 
U.S. Application Nos. 09/432,662 ('662), 09/580,485 (*485), 09/587,369 ('369), cited 
in the IDS of November 30, 2001, since that IDS filing was in complete compliance 
with the requirements of 37 C.F.R. 1 .97 and 1 .98. 

The relevant facts concerning this request are as follows: 

1 . The instant application was filed on May 26, 2000. 

2. A first Office Action was issued by Examiner Munson on July 30, 2001 . 
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3. An Amendment and Information Disclosure Statement (IDS) were filed in 
response to the first Office Action on November 21, 2001 and November 30, 2001, 
respectively. The IDS included a PTO-1449 form listing the '662, '485 and '369 
related applications and provided copies of the specification/drawings from each 
application. 

4. A second final Office Action was issued by Examiner Munson on January 
29, 2002 (copy attached) which included a copy of the PTO-1449 with the *662, '485 
and '369 related application listings struck through and the notation "No copies nor 
indication that there are allowed pertinent claims to this invention" on the PTO-1449 
form. 

5. On February 27, 2002, the Applicants filed a Request For Acknowledgment 
Of Information Disclosure Statement which included a copy of the IDS and USPTO 
date stamped postcard for the IDS of November 30, 2001 and new copies of the c 662, 
'485 and '369 related applications, as well as a further request to consider the related 
applications. 

6. On June 6, 2002, the Applicants filed an Amendment which included, at 
page 4, another request to consider the '662, '485 and *369 related applications of the 
IDS of November 30, 2001 and outlined the reasons why the IDS must be considered 
by the Examiner, i.e., the IDS of November 30, 2001 was completely compliant with 
37 CFJL §1-97-1.98. 

7. On July 16, 2002, the Examiner issued an Advisory Action which included 
the notation at Box 11. "Contrary to response (p.4), there is nothing to consider for 
the patent applications, absent indication that there are allowed claims pertinent to this 
invention. No copy of indentified [sic] pending allowed claims has been provided, 37 
C.F.R. 1 .98. SN 09/432,662 will be considered if patent issues." 

8. On July 29, 2002, the Applicants filed an RCE and a Preliminary 
Amendment (copy Attached) which included, at page 4, a renewed request for 
consideration of the '662, c 485 and '369 related applications of the IDS of November 
30, 2001 while pointing out the neither 37 C.F.R. 1 .97 nor 1 .98 contain any stipulation 
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that related U.S. patent applications must contain claims indicated as allowed, nor that 
copies of the allowed claims be provided before an Examiner will consider them. 

9. On September 3, 2002, the Examiner issued an Office Action which 
included, at the paragraph bridging pages 3-4, the statement as follows: 

"With regard to the remarks which accompany the preliminary amendment, 
filed 29 My 2002, no copy of pending claims for pending applications SN 09/432,662 
has been provided. 37 C.F.R. 1.98. If provided, only allowed claims relevant to an 
existing claim in this application would be considered. 'There is no duty to submit 
information which is not material to the patentability of any existing claim.' 37 
C.F.R. 1.56. Absent allowed claims in SN 09/432,662, there appears nothing to 
consider in SN 09/432.662 material to the patentability of any existing claim in this 
a pplication . However. SN 09/432.662 will be con sidered if a patent issues." 
(Emphasis added) 

10. On April 24 and 28, 2003, Mr. Massie of our office contacted Supervisory 
Patent Examiner (SPE) Mr. Thomas of TC Art Unit 281 1 regarding a particular reason 
why the Examiner has not considered the '662, '485 and '369 related applications of 
the IDS of November 30, 2001 or provided an indication of such consideration by 
providing an initialed copy of the PTO-1449 form provided by the Applicants. After 
reviewing the file, SPE Thomas informed Mr. Massie that while he is sympathetic to 
the Applicants' request to consider the November 30 th IDS, since Mr. Munson is a 
Primary Examiner he has little authority or influence in making the Examiner consider 
the '662, '485 and '369 related applications of the November 30 th IDS. When asked if 
a Petition under 37 C.F.R. 1.181 would be an appropriate means to provide SPE 
Thomas with the authority to instruct the Examiner to consider the IDS, SPE Thomas 
informed Mr. Massie, that if filed, and placed before him for his decision he would 
not grant snch a petition, but did not provide any further details as to the reason for 
such a denial except to say for the reasons of record advanced by Examiner Munson. 

1 1. On May 2, 2003, the Applicants filed an RCE and Preliminary Amendment 
(copy attached) which included, at page 3, line 17, to page 4, line 6, a specific request 
"Should the Examiner maintain his position in this regard, he is again hereby 
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requested to provide support for such position by pointing out the specific text of 37 
C.F.R. 1.98 requiring an indication that there are allowed claim pertinent to this 
invention set forth in the related applications." 

12. On June 3, 2003, the Examiner issued a Notice of Allowability (PTOI^37 
form) which included, at Box "Examiner's Amendmen t/Comment - Re remarks (p 4- 
5) about IDS, see Office Action, dated 3 Sept. 2002, paper No. 17, pages 3-4, 37 CFR 
1.56,1.98," 

13. On July 23, 2003, Mr. Massie of our office spoke on the telephone and then 
met briefly with Technology Director Arthur Grimley to outline Examiner Munson's 
refusal to consider what had been a proper and timely filed IDS on November 30, 
2001. While Director Grimley had not had an opportunity to review the instant 
application file or to speak with the Examiner Munson and SPE Thomas, he 
understood the Applicants distress regarding having the IDS considered and was 
aware that Examiner Munson has been adamant in these situations* When the 
possibility of filing a petition in this matter, under 37 C.F.R. 1.182, was raised, 
Director Grimley acknowledged that such an alternative would appear to be 
appropriate in this instance. 

14. On August 8, 2003, the Notice of Allowability was mailed in Application 
S.N. 09/580,485 (a copy of the allowed claims is attached) 

15. On September 9, 2003, the Application S. N. 09/432,662 will issue as U.S. 
Patent No. 6,617,644 (a copy of the allowed claims is attached) 
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Petitioners* Request 
Since the Issue Fee is due for the instant application on September 3, 2003, it is 
imperative that the Petitioners receive consideration of this petition promptly in order 
to avoid the time and expense of having to file a Request to Withdraw from Issue 
under 37 CJ.R. 313 and RCE/CPA in order to avoid the patent from issuing without 
the '662, '485 and '369 related applications being considered and printed on the 
published patent. Further, the Petitioners respectfully request that the instant petition 
be granted and that the Examiner be instructed to consider the '662, '485 and '369 
related applications filed with in the IDS of November 30, 2001. It is also requested 
that the Examiner be instructed to provide an indication of such consideration of the 
'662, '485 and '369 related applications by providing a completed References Cited 
(PTO-1449) form attached hereto along with a (Supplemental) Notice of Allowability 
(PTO-37) form as soon as possible in order that the patent can be issued with the 
listing of the 6 662, '485 and '369 related applications. 

Petitioners' Arguments 

The Petitioners assert that throughout the prosecution of the present application 
Examiner Munson has failed to follow the requirements of MPEP Chapter 609 or 
understand the responsibilities of the Examiner under 37 CF.R. 1.97.-1.98 or 
understand the responsibilities of the Petitioners and their representatives under 37 
C.F.R. 1.56 which has resulted in the Examiner's improper decision to refuse 
consideration of the '662, '485 and '369 related applications. 

Specifically, 37 C.F.R. 1.56 states: 

A patent by its very nature is affected with a public interest. The public 
interest js best served and the most effective patent examination occurs when, 
at the titne an application is being examined the Office is aware _of and 
evaluates the teachines of all information material to patentability . Each 
individual associated with the filing and prosecution of a patent application 
has a duty of candor and good faith in dealing with the Office, which includes 
a dut y to disclose to the Office all information known to that individual to be 
rna ^erial to patentability as defined in tins section. The duty to disclose 
information exists with respect to each pending claim until the claim is 



OCT. 1 7. 2003 12: 1 2PM NIXON PEABO0Y NO. 8144 P. II 



Application No. 09/578,895 
Docket No. 740756-2160 
Page-6- 



can celled or withdrawn from consideration, or the application becomes 
abandoned. Information material to the patentability of a claim that is 
cancelled or withdrawn from consideration need not be submitted if the 
information is not material to the patentability of any claim remaining under 
consideration in the application. There is no duty to submit information which 
is not material to the patentability of any existing claim. The duty to disclose 
all information known to be material to patentability is deemed to be satisfied 
if all information known to be material to patentability of any claim issued in a 
patent was cited bv the Office or submitted to the Office in the manner 
presrrihed bv 66 1.97(bWd) and 1.98 ... 

Under this section, information is material to patentability when it is not 
cumulative to information already of record or being made of record in the 
application, and 

(1) it establishes, bv itself or in combination with other information, a prima 
facie case of unpatentability of a claim : or 

(2) Tt refutes, or is inconsistent with, a position the applicant takes in ; 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. (Emphasis added) 

Therefore, § 156 places upon the Applicants and their representatives the 
responsibility of providing to the USPTO all information material to the patentability 
of at least one pending claim and that such material must be submitted during the 
examination period according the requirements of § 1.97 and § 1.98. According to § 
1 .56, it is the Applicants and their representatives who must determine the materiality 
under § 1.S6 of any information and the Applicants or their representatives who must 
submit the material information, if known, to the USPTO for consideration. 

The Applicants determined that submitted the originally filed '662, ( 48S and 
4 3 69 related applications are material to the patentability of at least one claim of the 
instant application and as a result filed the Information Disclosure Statement of 
November 30, 2001 containing the '662, *485 and '369 related applications. The 
current version of 37 CF.R. 1 .97 requires: 

(a) Tn order for an applicant for a patent or for a reissue of a patent to have an 
information disclosure statement in compliance with 6 1.98 considered by the 
Office during the pendency of the application, the information disclosure 
statement must satisfy one of paragraphs (b), (c), or (d) of this section. . . 

(c) An information disclosure statement shall be considered by the Office if 
filed after the period specified in paragraph (b) of this section, provided that 
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the information disclosure statement is filed before the mailing date of any of 
a final action under 8 1.113. a no tice of allowance under § 1.311. or an action 
that otherwise closes prosecution in the application, and it is accompanied bv 
one of : 

(1) The statement specified in paragraph (e) of this section; or 

(2) The fee set forth in S 1.17fp). 

Therefore, since the November 30 th IDS was filed before the final Office 
Action of January 29, 2002, the fee under § U7(p) was included. Additionally, § 
1.98 requires that each IDS submitted include: 

(a) Any information disclosure statement filed under § 1.97 shall include: 

(1) A list of all patents, publications, applications, or other information 
submitted for consideration by the Office; 

(Pfc A legible copy of : . ■ ■ 

(iii) For each cited pending U.S. application, the application 
s pecification including fr * dai'm^ a nd any drawing of the application, 
pr that portion of the application whi ch caused it to be listed including 
an y claims directed to that portion: and... 

(3) Each U.S. application listed in an information disclosure statement must be 
identified by the inventor, application number, and filing date . . . (Emphasis 
added). 

A further review of the November 30 th EDS reveals that a legible copy of each of the 
originally filed '662, '485 and '369 related applications was included (each of which 
included the description, claims, abstract and drawings) and that the IDS listed each 
application by application number, filing date and inventor. 

From the above facts it is clear that the Applicants fully complied with the 
requirements of § L56, § 1.97 and § 1.98 with regard to the '662, e 485 and '369 
related applications of the November 30 th IDS. 

MPEP Chapter 609 outlines the requirements of § 1.56, § 1.97 and § 1.98 and 
sets forth the responsibilities of the USPTO once a proper IDS submission is made by 
stating: 

...An information disclosure statement filed in ac cordance with the 
provisions of 37 CFR 1,97 and 37 CFR 1.98 will be considered bv the 
pvamin er assigned to the application. The requirements for the content of a 
statement have been simplified in the rules, to encourage individuals 
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associated in a substantive way with the filing and prosecution of a patent 
application to submit information to the Office so the examiner can evaluate 
its relevance to the claimed invention. The procedures for submitting an 
information disclosure statement under the rules are designed to encourage 
individuals to submit information to the Office promptly and in a uniform 
manner. These rules provide certainty for the public by defining the 
requirements for submitting information disclosure statements to the Office so 
that the Office will consider information contained therein before a patent is 
granted... (Emphasis added) 

Further, MPEP Chapter 609 (HI)(A) sets for the minimum requirements for an 
information disclosure statement by stating: 

...Each information disclosure statement must include a list of all patents, 
publications, U.S. applications, or other information submitted for 
consideration by the Office. 

37 CFR 1 -98(b) requires that each item of information in an IDS be identified 
properly. U.S. patents must be identified by the inventor, patent number, and 
issue date. U.S. patent application publications must be identified by the 
applicant, patent application publication number, and publication date. U.S. 
applications must be identified by the inventor, the eight digit application 
number (the two digit series code and the six digit serial number), and the 
filing date. . . 

The li ^t of information complying with the identification requirements of 37 
CFR 1 -98fb^ may not be incorporated into the specification of the application 
in which it is being supplied, but must be submitted in a separate paper . . .. Use 
of either form PTO-1449. Information Disclosure Citation, or PTO/SB/08A 
and 08B, Information Disclosure Statement, to list the documents is 
encouraged . See subsection C(2) below. 

A (2) Legible Copies 

In addition to the list of information, each information disclosure statement 
must also include a legible copy of:. . . 

(C) For each cited pending U.S. application, the application specification 
including the claims, and any drawings of the application, or that portion of 
the application which caused it to be listed including any claims directed to 
that portion 

Therefore, from the review of the November 30 th IDS above, it is clearly 
evident that the submission of the l 662, c 485 and '369 related applications was in 
complete compliance with § 1.97 and § 1.98 and, therefore, the '662, '485 and '369 
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related applications must be considered by the Examiner during the examination of the 
instant application. 

With regard to the Examiner's stated reasons for not considering the '662, '485 
and '369 related applications of the November 30 th IDS, neither § 1.97, § L98 or 
MPEP Chapter 609 set forth any requirement that, in order to have related patent 
applications be considered by the Examiner, the Applicants must provide an: 

a. "indication that there are allowed pertinent claims to this invention" or 

b. "...absent indication that there are allowed claims pertinent to this 
invention. No copy of indentified [sic] pending allowed claims has been 
provided, 37 C.F.R. U98. SN 09/432,662 will be considered if patent 
issues" or 

c. ". . .no copy of pending claims for pending applications SN 09/432,662 has 
been provided. 37C.F.R.L98" 

Further, the Examiner has steadfastly refused to provide any elaboration or legal 
precedence to support the alleged requirements for filing consideration of the related 
applications in an IDS. Finally, it is noted that the Examiner has stated, in the Office 
Action of September 3, 2002 (see paragraph bridging pages 3-4) that "there appears 
nothing to consider in SN 09/432,662 material to the patentability of any existing 
claim in this application." Such a statement is an admission that the Examiner has in 
fact considered the '662 application . Accordingly, the Examiner should have 
indicated such consideration on a References Cited ( PTO-892) form to accompany 
the September 3, 2002 Office Action. 

In view of the arguments and evidence provided, the Petitioners respectfully 
request that the instant petition be granted and that the Examiner be instructed to 
consider the i 662, '485 and '369 related applications filed with in the IDS of 
November 30, 2001. It is also requested that the Examiner be instructed to provide an 
indication of such consideration of the "662, '485 and '369 related applications by 
providing a completed References Cited (PTO-1449) form attached hereto along with 
a (Supplemental) Notice of Allowability (PTO-37) form as soon as possible. 

This petition is submitted under 37 C.F.R. 1.182 since SPE Thomas has 
effectively denied a petition under 37 C.F.R. 1.181 during his discussion with Mr. 
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Massie on April 28, 2003. However, should the Commissioner regard the filing of the 
instant petition under § 1 . 1 82 as inappropriate, then it is respectfully requested that the 
Commissioner accept this petition as having been made under 37 C.F.R 1.181 (no 
fee). A check for the petition fee, under 37 C.F.R. 1.17(h), is enclosed, however, 
should the check become lost or misplaced the Commissioner is hereby authorized to 



charge the required fee ($130.00), under 37 C.F.R. 1.17(h), to Deposit Account No. 
19-2380 (740756-2160). 



NIXON PEABODY LLP 
Suite 900 

401 9 th Street, N.W. 
Washington D.C. 20004 
(202) 585-8000 
(202) 585-8080 fax 

Attachments: 

Copy of PTO-1449 listing U.S. Application Nos. 09/432,662, 09/580,485, 09/587,369 

Copy of IDS of November 30, 2001 

Copy of Office Action of January 29, 2002 

Copy of RCE/r^liminary Amendment of July 29, 2002 

Copy of RCE/Preliminary Amendment of May 2, 2003 

Copy of allowed claims in Application S.N. 09/580,485 

Copy of allowed claims in Application S.N. 09/432,662 



Prompt attention to mis matter is appreciated. 



Respectfully submitted, 
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